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What is the Patent Trial and Appeal Board?

PATENTS
examine patent applications

and grant patents

PTAB
ex parte appeals,

AIA proceedings, other

TRADEMARKS

examine and
register trademarks

TTAB*
ex parte appeals, inter 

partes proceedings

*Trademark Trial and Appeal Board (TTAB)
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Today’s agenda

*INFORMATION NOT INTENDED AS LEGAL ADVICE 

Meet
a judge

1
Appeal byte:
Anticipation

2
Trademarks

basics
(Part 1)

3

Walkabout
the web:

Resources

4

Q&A

5



To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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mailto:PTABInventorHour@uspto.gov


Meet a judge
Phillip Kauffman, Lead Administrative Patent Judge
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Phil Kauffman
Lead Administrative Patent Judge



To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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mailto:PTABInventorHour@uspto.gov


Appeal byte:
What is anticipation?

Jeffrey Fredman, Administrative Patent Judge



Patentability: statutory requirements

10

novelty
§102

subject-
matter

eligibility
§101

non-
obviousness

§103

definiteness
§112(b)

enablement
§112(a)

written 
description

§112(a)
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Novelty 
(anticipation)

§102

(a) NOVELTY; PRIOR ART.—A person shall be 
entitled to a patent unless—

(1) the claimed invention was patented, 
described in a printed publication, or in 
public use, on sale, or otherwise available 
to the public before the effective filing date of 
the claimed invention; or

(2)   the claimed invention was described in a 
patent issued under section 151, or in an 
application for patent published or deemed 
published under section 122(b), in which the 
patent or application, as the case may be, 
names another inventor and was effectively 
filed before the effective filing date of the 
claimed invention. . . .

35 U.S.C. § 102 (2013)
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Compare with
prior art

articles

treatises

advertising/sales

patents
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Differences from 
prior art

Claimed
invention

A

B

C

D

Prior art
1

A

B

CD

E

Prior art
2

A

B

D

E
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Genus-species

Genus

Species
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Genus-species

Invention: 
Holiday themed cookies

filed January 4, 2022

Prior Art:  
Halloween pumpkin cookie 

patent published April 15, 2004
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Inherency

Invention: 
Condiment (ketchup) container 

with cover

Prior art:
Product container with a cover
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Anticipation of 
ranges

Invention: 
ice cream with 10-16% milkfat

Prior art 1:
Ice cream with 14% milkfat

Prior art 2:
Ice cream with 9.5-16.5% milkfat

Prior art 3:
Ice cream with 3-20% milkfat
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Enabling prior art

Invention: 
Gas turbine engine for airplane

Prior art:
Proposal for advanced gas turbine engine (didn’t work)
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Practice tip
Cited prior art

Anticipated 
original claim

A

B

C

D

New 
amended claim

A

B

CD

E
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Intellectual property basics 
and helpful resources sessions
Unfamiliar with patents, trademarks, copyrights, and trade secrets? Don’t miss this 
opportunity to learn from USPTO experts about intellectual property (IP) basics and 
potential ways to protect your innovation as you transition from idea to product. The 
discussion will cover:

– An overview of patents, trademarks, copyrights, and trade secrets
– Why innovators and entrepreneurs should consider protecting their IP
– Local resources and assistance available through the USPTO and other agencies

Multiple online sessions
– June 1, 2023 at 12 p.m. – 1:30 p.m. ET
– July 6, 2023 at 12 p.m. – 1:30 p.m. ET
– August 3, 2023 at 12 p.m. – 1:30 p.m. ET
– September 7, 2023 at 12 p.m. – 1:30 p.m. ET

For more information, go to: 
www.uspto.gov/about-us/events/intellectual-property-basics-and-helpful-resources-18

https://www.uspto.gov/about-us/events/intellectual-property-basics-and-helpful-resources-18


To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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mailto:PTABInventorHour@uspto.gov


Trademarks basics
Part 1

Mariessa Terrell, Attorney Advisory for Trademark Customer Outreach

R
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Discussion topics

Trademarks and intellectual property
Benefits of federal registration
Selecting a trademark
How to find help



Trademarks fundamentals
Discussion topic
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What is a trademark?



• Identifies the source of goods and services
• Distinguishes them from the goods and services 

of another party
• Provides legal protection for a brand

What does a trademark do?

26
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Traditional types of marks

Common source identifiers:
– Brand names
– Slogans
– Logos

COCA-COLA
IT’S THE 

REAL THING



Benefits of federal registration
Discussion topic



Rights
– Created when you use trademark in commerce
– Limited to geographic area where mark is used

Symbols
– Optional: TM  SM
– Never: ®

Common law trademark rights
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Rights
– Created when you federally register a trademark
– Can bring legal action concerning trademark in federal 

court
– Enables recordation of registration with United States 

Customs and Border Protection
– Can be used as a basis for filing in another country
– May use the registration symbol, ®

Federal registration rights

30



Selecting a trademark
Discussion topic



Remember:
– Our mission is to register any trademark that is eligible 

for registration
– Not every trademark is registrable
– Not every trademark is enforceable
– Select a trademark that is both federally registrable and 

legally protectable

Trademark selection challenges

32



Two main concepts:
• Likelihood of confusion

– Likelihood of confusion refusal
• Strength of the trademark

– Descriptiveness refusal

Registrable and protectable
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Selecting a trademark:
Likelihood of confusion

Discussion topic



Concept:
– Avoid confusing consumers about the source of the 

goods and services.
Test:

– Are the trademarks confusingly similar?
and
– Are the goods and/or services related?

Likelihood of confusion

35



T.MARKEY

for

pants

Registered trademark

T.MARKEY

for

shirts

Your trademark

Likelihood of confusion example
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Likelihood of confusion example

Your trademark

T.MARKEY

for

shirts

Registered trademark

TEE MARQEE

for

pants
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Likelihood of confusion example

Your trademark

T.MARKEY

for

shirts

Registered trademark

TEE MARQEE

for

golf flags
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• On your own:
– USPTO database

• TESS (Trademark Electronic Search System)
• www.uspto.gov/SearchTrademarks

– The internet
• Option for searching for common law use

Suggestions for searching
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http://www.uspto.gov/searchtrademarks


How to find help
Discussion topic
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How to find help

Trademark Assistance Center
– www.uspto.gov/TrademarkAssistance

Trademark basics registration toolkit
– www.uspto.gov/TrademarkBasicsToolkit

Trademark Basics Boot Camp webinars
– www.uspto.gov/about-us/events/trademark-basics-

boot-camp

http://www.uspto.gov/TrademarkAssistance
http://www.uspto.gov/TrademarkBasicsToolkit
http://www.uspto.gov/about-us/events/trademark-basics-boot-camp


• Expedites examination for qualifying applications involving 
technologies that mitigate climate change by reducing 
greenhouse gas emissions

• Opened June 3, 2022
• Runs until June 5, 2023, or 1,000 grantable petitions 

(whichever is earlier)
• Free for qualifying applications
• Federal Register Notice: www.govinfo.gov/content/pkg/FR-

2022-06-03/pdf/2022-11930.pdf

Climate Change Mitigation Pilot Program
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http://www.govinfo.gov/content/pkg/FR-2022-06-03/pdf/2022-11930.pdf


Walkabout the web:
Office resources

Ryan H. Flax, Lead Administrative Patent Judge
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www.uspto.gov
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www.uspto.gov/startups
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www.uspto.gov/startups
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www.uspto.gov/inventors
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www.uspto.gov/inventors
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www.uspto.gov/learning-and-resources/patents-help/resources-state
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www.uspto.gov/learning-and-resources/patents-help/resources-state
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www.uspto.gov/ip-policy/economic-research/IPR-infringement-resource-tool
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www.uspto.gov/ip-policy/economic-research/IPR-infringement-resource-tool



53

www.uspto.gov/learning-and-resources/
inventors-and-entrepreneurs/small-and-medium-sized-enterprise-resources
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www.uspto.gov/learning-and-resources/
inventors-and-entrepreneurs/small-and-medium-sized-enterprise-resources
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www.uspto.gov/FreeServices
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www.uspto.gov/FreeServices
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www.uspto.gov/FreeServices
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www.uspto.gov/FreeServices
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www.uspto.gov/FreeServices
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www.uspto.gov/FreeServices
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www.uspto.gov/FreeServices
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PTAB contact info

By telephone:
– 571-272-9797 (general; appeals; and interferences)
– 571-272-7822 (trials; and PTACTS)

By email:
– PTAB_Appeals_Suggestions@USPTO.GOV
– Trials@uspto.gov
– PTABStatisticsQuestions@USPTO.GOV 
– PTABOutreach@uspto.gov
– PTABP-TACTSAdmin@uspto.gov

mailto:Trials@USPTO.GOV
mailto:Trials@USPTO.GOV
mailto:PTABStatisticsQuestions@USPTO.GOV
mailto:PTABOutreach@uspto.gov
mailto:PTABP-TACTSAdmin@uspto.gov
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Future programs

Inventor Hour, Episode 19
Thursday, June 22, noon (ET)

Inventor Hour, Episode 20
Thursday, July 27, noon (ET)
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